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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - -  

x  

HERSHEY CHOCOLATE & CONFECTIONERY   
CORPORATION and THE HERSHEY COMPANY, 
      

Opposers, 

v. 

KENNETH B. WIESEN, 

Applicant. 

: 
 
: 
 
: 
 
:
  
: 
 
: 

 
 
 
Opposition No. 91200575 
 
 

- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - -  x  
   

 
MOTION TO STRIKE CRRNKECPVÓU"EXPERT DISCLOSURE 

 
Applicant Serial No:  85/221,585 
Filed:    January 19, 2011 
Published for Opposition: June 14, 2011 
Mark: MILKSHAKE 
 
Applicant Serial No:  85/210,942 
Filed:    January 5, 2011 
Published for Opposition: June 14, 2011 
Mark: MILK SHAKE 
 
TO: Commissioner for Trademarks 

Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 

  
 

Pursuant to Federal Rule of Civil Procedure 37(c), Opposers Hershey Chocolate & 

Confectionery Corporation *ÐJE(EEÑ+"cpf"The Hershe{"Eqorcp{"*ÐJgtujg{"Eqorcp{,Ñ and, 

vqigvjgt"ykvj"JE(EE."ÐJgtujg{Ñ+ hereby move to strike Crrnkecpv"Mgppgvj"D0"YkgugpÓu"

*ÐCrrnkecpvÑ+"Expert Disclosure of Steve Rotterdam. 
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II. INTRODUCTION & BACKGROUND 

On July 9, 2012, the deadline for expert disclosures, Hershey disclosed its expert witness, 

Dr. Geoffrey Nunberg, to Applicant Kenneth B. Wiesen, in accordance with 37 C.F.R. § 

2.120(a)(2) and Fed. R. Civ. P. 26(a)(2), by serving wrqp"Crrnkecpv"Jgtujg{Óu"expert disclosure 

with a complete expert report signed by Dr. Nunberg (with exhibits thereto) by first class mail 

and electronic mail.1  Declaration of Paul C. Llewellyn dated August 9, 2012 *ÐNngygnn{p"

Fgen0Ñ+"̨"2.  Three minutes before the end of the July 9 deadline, at 11:57 p.m., counsel for 

Hershey received an email from Applicant attaching a purported disclosure of a purported expert 

witness, Steve Rotterdam.  Llewellyn Decl. ¶ 3 & Ex. A0""CrrnkecpvÓu"ÐExpert Witness 

DisclosureÑ did not contain an expert report signed by the purported expert.  To the contrary, it 

provided only the name of the purported gzrgtv."c"ÐEwttkewnwo"XkvcgÑ"vjcv"eqpukuvgf"qh"

information apparently eqrkgf"htqo"Ot0"TqvvgtfcoÓu"NkpmgfKp"rtqhkng."uvcvgogpvu"vjcv"vjg"gzrgtv"

would not be compensated for his testimony and the expert had not testified in the last four years, 

and a brief paragraph -- later confirmed to have been written by Applicant, and never seen by the 

purported expert -- summarizing CrrnkecpvÓu"basic argument in these proceedings.  Id.  Thus, 

Applicant did not submit an expert report written or signed (or even seen) by Mr. Rotterdam, nor 

did Applicant specify Ot0"TqvvgtfcoÓu"gzrgtv"swcnkhkecvkqpu.  Id. 

On July 23, 2012, counsel for Hershey advised Applicant of the deficiencies in his 

purported expert disclosure and demanded that Applicant withdraw the disclosure.  Llewellyn 

                                                 
1  Vjg"DqctfÓu"Octej":."4234"Qtfgt"fktgevu"vjcv"cnn"ugtxkeg"kp"vjku"rtqeggfkpi"dg"ocfg"

concurrently by mail and electronic mail.  Applicant apparently served his purported 
expert disclosure by mail on the July 9 deadline, and, as noted above, by electronic mail 
vjtgg"okpwvgu"dghqtg"okfpkijv"qp"vjg"fgcfnkpg"*jqwtu"chvgt"tgegkxkpi"Jgtujg{Óu"gzpert 
disclosure by email). 
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Decl. ¶ 4 & Ex. B0""Vq"fcvg."Crrnkecpv"jcu"{gv"vq"tgurqpf"vq"Jgtujg{Óu"pqvkhkecvkqp"qt"rtqxkfg"c"

supplementary expert disclosure of any kind. 

In light of the fact that Applicant failed to provide any expert report written or signed by 

his purported expert, as expressly required by 37 C.F.R. § 2.120(a)(2) and Fed. R. Civ. P. 

26(a)(2); and failed to identify the purported expertÓu qualifications, if any, Hershey respectfully 

requests that the Trademark Ttkcn"cpf"Crrgcn"Dqctf"*vjg"ÐDqctfÑ+"strike CrrnkecpvÓu"purported 

expert disclosure from this proceeding. 

III. ARGUMENT 

A. Standard for Rule 37(c) Motion to Exclude 

Pursuant to Federal Rule of Civil Procedure 37(c),2 Ð]k_h"c"rctv{"hcknu"vq"rtqxkfg"

information or identify a witness as required by Rule 26(a) or (e), the party is not allowed to use 

that information or witness to supply evidence on a motion, at a hearing, or at a trial, unless the 

failure was substantially justified or is harmless.Ñ""H0T0E0R0"37(c); see also Gen. Council of the 

Cuugodnkgu"qh"Iqf"f1d1c"Iqurgn"RwdnÓi"Jqwug"x0"Jgtkvcig"Owuke"Hqwpf0, 97 U.S.P.Q.2d 1890, 

2011 WL 481340, at *1 (T.T.A.B. Feb. 3, 2011) (citing F.R.C.P. 37(c)(1)).  Evidence that has 

pqv"dggp"rtqxkfgf."Ðgkvjgt"kpkvkcnn{"qt"d{"uwrrngogpvcvkqp."igpgtcnn{"cpf"cwvqocvkecnn{"ku"

gzenwfgf"wpfgt"Hgf0"T0"Ekx0"R0"59*e+0Ñ""Gen. Council of the Assemblies of God, 97 U.S.P.Q.2d at 

1892. 

B. Rule 26(a)(2)(B) Written Report Requirement 

Federal Rule of Civil Procedure 26(a)(2)(B) states, in relevant part, that expert 

disclosures Ðmust be accompanied by a written reportÎprepared and signed by the witnessÎif 

                                                 
2 The Federal Rules of Civil Procedure are applicable to proceedings before the Board pursuant 
to 37 C.F.R. § 2.116(a). 
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the witness is one retained on specially employed to provide expert testimony in tjg"ecug0000Ñ""

F.R.C.P. 26(a)(2)(B) (emphasis added).  Urgekhkecnn{."vjg"gzrgtvÓu"tgrqtv"ÐmustÑ"eqpvckp< 

(i) a complete statement of all opinions the witness will express and the basis 
and reasons for them; 

(ii) the facts or data considered by the witness in forming them; 

(iii) any exhibits that will be used to summarize or support them; 

(iv) vjg"ykvpguuÓu"swcnkhkecvkqpu."kpenwfkpi"c"nkuv"qh"cnn"rwdnkecvkqpu"cwvjqtgf"kp"
the previous 10 years; 

(v) a list of all other cases in which, during the previous 4 years, the witness 
testified as an expert at trial or by deposition; and 

(vi) a statement of the compensation to be paid for the study and testimony in 
the case. 

Id. (emphasis added). 

C. Applicant Failed to Provide the Disclosure and 
Information Required by Federal Rule of Civil Procedure 26(a) 

CrrnkecpvÓu ÐExpert Witness DisclosureÑ fails to satisfy several fundamental 

requirements of Federal Rule of Civil Procedure 26(a)(2)(B).  To begin with, the disclosure was 

neither prepared by nor signed by Mr. Rotterdam.  Rather, Applicant has admitted that Applicant 

himself prepared and signed the Expert Witness Disclosure that he served on Hershey.  

Llewellyn Decl., ¶ 5 Ex. C.3  Indeed, Applicant concedes that Mr. Rotterdam never even saw the 

                                                 
3 ÐS0""Kh"{qw"nqqm"cv"vjg"rqtvkqp"qh"RnckpvkhhÓu"Gzjkdkv"3;"vjcv"uc{u"gzrgtv"ykvpguu"fkuenquwtg."fq"
you see that? 

A.  Yeah. 

Q.  Did you draft this? 

A.  Yes. 

S0""KvÓu"{qwt"ukipcvwtg"qp"rcig"-- on the second page of it, right? 

(continued...) 
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purported expert disclosure that Mr. Wiesen prepared and signed.  Id.  In light of these facts, the 

disclosure cannot be viewed as expressing Ot0"TqvvgtfcoÓu opinions, nor the facts or data that 

Mr. Rotterdam considered.  It also means that Applicant failed to satisfy the most basic and 

fundamental requirement of Rule 26(a)(2)(B), that vjg"tgrqtv"dg"Ðprepared and signed byÑ"vjg"

expert witness.  To the contrary, the disclosure consists of a cursory paragraph summarizing Mr. 

YkgugpÓu"ctiwogpv"kp"vjku"ocvvgt0 

Based on the foregoing, the Board should strike CrrnkecpvÓu"purported Expert Witness 

Disclosure. 

D. CrrnkecpvÓu"Hcknwtg"Ku"Pgkvjgt"Uwduvcpvkcnn{"Lwuvkhkgf"Pqt"Jctonguu 

An inadequate expert disclosure must dg"gzenwfgf."Ðunless the failure was substantially 

lwuvkhkgf"qt"ku"jctonguu0Ñ""H0T0E0R0"59*e+0 

Applicant (who is acting pro se but who is a practicing lawyer) is aware of the expert 

disclosure requirements, but chose not to adhere to them cpf"ejqug"vq"kipqtg"Jgtujg{Óu"qdlgevkqp"

to his disclosure0""Cu"uwej."CrrnkecpvÓu"hcknwtg"vq"cfgswcvgn{"fkuenqug his purported expert cannot 

be justified, much less substantially justified. 

CrrnkecpvÓu"Gzrgtv"Ykvpguu"Fkuenquwtg."ukipgf"d{"Crrnkecpv."cvvguved that the disclosure 

ku"ocfg"Ðrwtuwcpv"vq"Vtcfgoctm"Twng"40342*c+*4+"cpf"Hgfgtcn"Twng"qh"Ekxkn"Rtqegfwtg"48*c+*4+0Ñ""

Llewellyn Decl. Ex. A.  Thus, as of the deadline for expert disclosures, July 9, 2012, Applicant 

acknowledged being aware of the expert disclosure requirements, and yet chose not to satisfy 

                                                 
A.  Yes. 

S0""Fkf"Ot0"]Tqvvgtfco_"ugg"vjku"dghqtg"{qw"ugtxgf"kv"qp"Jgtujg{Óu"ncy{gtuA 

C0""Pq0Ñ 

Llewellyn Decl. Ex. C. 
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those requirements in making such disclosure.  Moreover, Hershey advised Applicant of his 

incomplete expert disclosure and reminded Applicant of the requirements for such disclosure in 

Jgtujg{Óu"eqwpugnÓs July 23, 2012 e-mail.  Llewellyn Decl., Ex. B.4  Nevertheless, over two 

weeks after that July 23, 2012 e-mail Î and over four weeks after Applicant disclosed his expert 

Î Applicant has not even acknowledged or responded vq"Jgtujg{Óu"qdlgevkqp"vq"the substantive 

or the technical deficiencies in his expert disclosure.  In light of the foregoing and the fact that 

Applicant served his bare-bones disclosure just three minutes before the disclosure deadline, it 

may be reasonably inferred that Applicant is not engaging in good faith discovery practices, but 

ku"uggmkpi"qpn{"vq"jkpfgt"Jgtujg{Óu"tkijv"vq"vjg"vkogn{"fkuenquwtg"qh"kphqtocvkqp"wpfgt"vjg"

discovery rules. 

CrrnkecpvÓu"eqpvkpwkpi"hcknwtg"vq"oggv"vjg"gzrgtv"fkuenquwtg"tgswktgogpvu"wpfgt"Hgfgtcn"

Rule of Civil Procedure 26(a)(2)(B) is harmful to Hershey.  The circumstances in this case are 

unlike those in General Council of the Assemblies of God, where the deficiencies in the expert 

disclosure were merely technical in nature,5 Ðtgurqpfgpv"uwrrngogpvgf"kvu"gzrgtv"fkuenquwtg"as 

soon as the deficiencies were brought to its attention.Ñ"tgurqpfgpv"fkfpÓv"ocmg"cp{"Ðncuv-minute 

ejcpigu.Ñ"cpf"Ðvjg"fkueqxgt{"rgtkqf"]ycu_"uvknn"qrgp0Ñ""97 U.S.P.Q.2d at 1892 (emphasis added).  

In the present case, Applicant failed to provide substantive components of an expert disclosureÎ 

                                                 
4 Ð[qwt"fkuenquwtg"ku"feficient in several respects.  Under Fed. R. Civ. P. 26(a)(2), an expert 
fkuenquwtg"owuv"dg"Òceeqorcpkgf"d{"c"ytkvvgp"tgrqtv"Î rtgrctgf"cpf"ukipgf"d{"vjg"ykvpguu0Ó""Vjg"
rule sets out very specific requirements for the written report, including, inter alia, a complete 
statement of all opinions the witness will express and the basis and reasons for them; the facts or 
fcvc"eqpukfgtgf"d{"vjg"ykvpguu"kp"hqtokpi"vjgo="cpf"vjg"ykvpguuÓu"swcnkhkecvkqpu0Ñ""Nngygnn{p"
Decl. Ex. B. 

5 Respondent in the General Council of the Assemblies of God provided the substantive portions 
qh"vjg"gzrgtv"fkuenquwtg."pcogn{."vjg"gzrgtvÓu"tgrqtv"cpf"c"eqr{"qh"vjg"hcevu"cpf"fcvc"vjg"gzrgtv"
considered in preparing the report.  97 U.S.P.Q.2d at 1892. 
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indeed, failed to provide any expert report within the meaning of Rule 26 Î failed to supplement 

his deficient disclosure for a month despite knowing and even after being reminded of the 

fghkekgpekgu"vjgtgqh."cpf"cp{"uwrrngogpvcvkqp"qh"CrrnkecpvÓu"fkuenquwtg"cv"vjku"rqkpv"yqwnf"dg"

well past the deadline for disclosures and the close of discovery.  In addition, any extension of 

the discovery period would unfairly prejudice Hershey, which not only complied fully and in a 

timely manner with its expert disclosure obligations, but also advised Applicant of the defects of 

CrrnkecpvÓu"Gzrgtv"Ykvpguu"Fkuenquwtg"ygnn"kp"cfxcpeg"qh"vjg"fkueqxgt{"fgcfnkpg0""Hershey 

should not be forced to prolong this proceeding and forego a determination of its trademark 

rights just because Applicant has failed to, and declined to, engage in proper discovery practices. 

IV. CONCLUSION 

Hershey properly and timely disclosed its expert and expert report to Applicant.  Several 

hours later, Applicant served an at-the-wire and knowingly and substantively deficient purported 

expert disclosure.  Despite being aware of the federal and Board rules governing such expert 

disclosures, and being reminded of same by Hershey weeks before the close of discovery, 

Applicant has yet to supplement his expert disclosure in any way or provide any justification for 

the deficiency thereof.  Extending the discovery deadline would unfairly delay the proceeding to 

fgvgtokpg"Jgtujg{Óu"vrademark rights, and give Applicant a second bite at the apple that he does 

not deserve.  As such, Hershey respectfully requests that the Board strike CrrnkecpvÓu"purported  

expert disclosure from this proceeding pursuant to Federal Rule of Civil Procedure 37(c) in light 

of CrrnkecpvÓu"yknnhwn"cpf"eqpvkpwkpi"hcknwtg"vq"rtqxkfg"kphqtocvkqp"tgswktgf"wpfgt"Twng"48*c+ 
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Date:   August 9, 2012 
 New York, New York  
      ____________________________ 
      Paul C. Llewellyn 
      KAYE SCHOLER LLP 
      425 Park Avenue 
      New York, NY  10022 
      Telephone:  (212) 836-8000 
 

John P. Rynkiewicz 
KAYE SCHOLER LLP 
The McPherson Building 
901 Fifteenth Street, N.W. 
Washington, DC , N.Y.  10022 
Telephone:  (202) 682-3500 

 
      Attorneys for Opposers 

 



 

60860036_1.DOCX 9 

CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that he caused the foregoing MOTION TO 
STRIKE CRRNKECPVÓU"GZRGTV"FKUENQUWTG"to be served this 9th day of August, 2012, by 
e-mail and by U.S. first class mail, postage prepaid, upon the following correspondent of record 
for Applicant: 
 

KENNETH B. WIESEN 
1 OLD COUNTRY RD. 
SUITE 360-B 
CARLE PLACE, NY 11514 
wiesenlaw@gmail.com 

 
 
 

 
            
      Paul C. Llewellyn 
 
































